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DETAILED ACTION 

1 . In view of the Appeal Brief filed on October 26, 2006, PROSECUTION IS 
HEREBY REOPENED. A rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

The rejection of claims 29-50 under 35 U.S.C. 102(e) as anticipated by Szum 
6,240,230 B1 is withdrawn in view of applicants' arguments set forth in the Appeal Brief. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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3. Claims 29-32 and 39-48 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for a radiation cured encapsulating 
material having the claimed critical properties and being formed from a composition as 
described specifically in Examples 1 and 2, does not reasonably provide enablement for 
a radiation cured encapsulating material having the claimed critical properties and being 
formed from a composition comprising from about 30 to about 80 wt% of polyether- 
based urethane acrylate oligomer, from about 1 to about 40 wt% of isocyanurate 
monomer and an effective amount of a photoinitiator for radiation curing. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. In particular, there are two Examples in the specification that disclose 
compositions of the instant invention resulting in the claimed critical properties. One 
composition is where the urethane acrylate is present in amounts of 75.1 parts by 
weight, with the isocyanurate monomer present in an amount of 20.4 parts by weight 
and the second composition being where the urethane acrylate is present in an amount 
of 61 .5 parts by weight, and the isocyanurate monomer is present in an amount 28 parts 
by weight. The specification is not enabling for a composition wherein the urethane 
acrylate is present in amounts of about 30 wt%, nor is the specification enabling for a 
composition wherein the isocyanurate monomer is present in amounts of about 1 wt%, 
(nor a composition comprising each of the aforementioned component in the referenced 
amount,) as claimed in the present claims, whereby said amounts would result in a 
cured material having the tear resistance, adhesion force, Young's modulus and percent 
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elongation at break as claimed. There is no evidence on this record that a composition 
within applicants broadly claimed range would result in a cured encapsulating material 
with the instant claimed properties of claim 29. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 29-50 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Szum 6,240,230 B1 , essentially for reasons of record. 

Szum teaches a radiation cured material comprising about 20 wt% to abut 80 
wt% of a polyether based urethane acrylate oligomer, about 20 wt% to about 80 wt% of 
a monomer diluent and an effective amount of a photoinitiator, as required by claims 33, 
36, and 37. The polyether based urethane acrylate oligomer can be polypropylene 
glycol based urethane acrylate oligomer and the monomer diluent can be 
trishydroxyethyl isocyanurate, as required by claims 34-35 and 38. See column 3, lines 
7-15, column 4, lines 27-30, column 5, line 2, and column 8, lines 39-43. In addition, 
Szum teaches that the composition can have a viscosity reducing component, per claim 
49 and a component that affects the friction of the composition, per claim 50. See 
column 7, lines 39-42 and column 13, lines 29-34. The cured material can have an 
elongation at break within applicants' claimed range. Note Examples 1 and 3. 
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Moreover, Szum teaches that proper modulus is important and can be tailored for 
different utilities as when the compositions serve as secondary coatings, tertiary 
coatings, bundling or matrix materials. See column 13, lines 56-66. Regarding claims 
29-32 and 39-48, the composition taught by Szum is substantially the same as that 
claimed by applicants. Accordingly, the examiner has reason to believe that properties 
such as tear resistance, adhesion force, modulus and elongation at break are the same 
or similar to those contemplated by applicants, in the absence of factual evidence to the 
contrary. "Products of identical chemical composition can not have mutually exclusive 
properties." A chemical composition and its properties are inseparable. Therefore, if 
the prior art teaches the identical chemical structure, the properties applicants disclose 
and/or claims are necessarily present. In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 
1655, 1658 (Fed.Cir. 1990). 

More specifically, the subject matter defined by the invention of claim 29 cannot 
be separated from the limitations set forth in claim 33, since the subject matter of the 
invention of claim 29, when read in light of the specification, includes a radiation curable 
composition as described in claim 33. That being said, it is well established that a prima 
facie case for obviousness of chemical compositions is established if there is structural 
similarity between claimed and prior art subject matter. In re Dillion 16 USPQ2D 1897. 
The composition of Szum discloses overlapping ranges for the polyether-based 
urethane acrylate oligomer and isocyanurate monomer of the claimed invention and 
photoinitiator and thus gives reason or motivation to make the composition as claimed. 
The fact that Szum is silent to properties such as tear resistance, adhesion force and 
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Young's modulus, does not provide evidence of the absence of these properties within 
the disclosed ranges of his composition, and as claimed by applicants. Additionally, the 
fact that applicants' claim these properties in their composition does not provide 
evidence of nonobviousness in a composition that is disclosed in the prior art. The 
discovery that a claimed composition possesses a property not disclosed for the prior 
art does not alone defeat a prima facie case. 

There is no clear factual evidence on this record by way of back-to-back 
comparison that the composition of the prior art does not have the instant claimed 
properties. "When the PTO shows a sound basis for believing that the products of the 
applicant and the prior art are the same, the applicants have the burden of showing that 
they are not." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 
Applicants argue that the general disclosures of Szum relating to radiation curable 
compositions do not sufficiently describe applicants' claimed invention to place a person 
of ordinary skill in the field of the invention in possession of it, particularly since Szum 
acknowledges that the mechanical properties of the compositions and materials are 
effected by the selection of the oligomer and by selection of the reactive or monomer 
diluent, but provides no teaching or suggestion as to the particular selection of 
components sufficient to provide a composition having the properties recited in claim 
29. The examiner disagrees for the reasons previously stated, namely, that Szum 
teaches a composition having the same components contemplated by applicants 
present in proportions that overlap with the instant claimed invention. As set forth 
above, there is no clear factual evidence on this record, by way of back-to-back 
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comparison that the composition of the prior art does not have the claimed critical 
properties. 

Applicants further argue that Szum's specific exemplary compositions teach 
away from cured materials having a combination of properties as recited in claim 29 and 
does not enable one skilled in the art to make and use a radiation cured encapsulation 
material having the combination of properties required by claim 29 and therefore does 
not render the presently claimed materials obvious under 35 U.S.C. 103. The examiner 
disagrees. In particular, a reference is relied upon for all that it would reasonably 
convey to one of ordinary skill in the art, and is not limited to that which is described in 
the Examples. The fact that Szum teaches a composition comprising the same 
components, which can be used in the same amounts as applicants' would have 
provided clear direction to the skilled artisan for a composition of the type set forth by 
applicants. A teaching of the formation of the same type of composition, i.e. radiation 
curable composition comprising the same components being present in the 
same/overlapping amounts cannot constitute "teaching away". As to the particular 
selection of components sufficient to provide a composition having the properties 
recited in claim 29, it is not clear on this record that the broad composition of claim 33 
would necessarily result in a radiation cured material having the properties as required 
by claim 29. 

Applicants argue that while independent claim 29 is not limited to the 
compositions of Examples 1 and 2 set forth in the present specification, applicants have 
presented these examples as exemplary of materials exhibiting the properties recited in 
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claim 29. It is not clear on this record that a composition having 30 wt% urethane 
acrylate oligomer, or alternatively, 1 wt% isocyanurate monomer results in a particular 
selection of components sufficient to provide a composition having the properties 
recited in claim 29. Applicants' Examples have been fully considered and are not found 
to be commensurate in scope with the broad composition of claim 33. 
No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill M. Gray whose telephone number is 571-272-1524. 
The examiner can normally be reached on M-Th and alternate Fridays 10:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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